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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 2, 4, 6, 8, 9, 10, 11, 12, 18, 19 and 21 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Berstis et al. (hereinafter Berstis) (US 6,282,653). 

Regarding claim 1, 

Berstis teaches royalty collection system for use of copyrighted digital materials 
on the internet comprising: 

a manipulation unit for selection of a desired electronic copyrighted work (col. 1 1 , 
lines 37-62); 

a copyright royalty information storage unit storing copyright royalty information 
of an electronic copyrighted work (col. 8, lines 8-10; lines 21-26), 

a copyrighted work data storage unit storing electronic copyrighted work data 
(col. 6, lines 36-42), 

a copyright royalty calculation unit calculating a copyright royalty of an electronic 
copyrighted work selected through said manipulation unit based on the copyright royalty 
information stored in said copyright royalty information storage unit (col. 5, lines 51-63, 
lines 36-49), 
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a communication unit transmitting to an external source the copyright royalty 
calculated by said copyright royalty calculation unit (col. 8, lines 8-17), and 

a copyrighted work data write unit writing into a recording medium electronic 
copyrighted work data corresponding to the electronic copyrighted work selected 
through said manipulation unit out from electronic copyrighted work data stored in said 
copyrighted work data storage unit (col. 5, lines 19-21, lines 25-26). 

Regarding claim 2, Berstis further teaches said further comprising a sales 
information recording unit recording sales status of a relevant electronic copyrighted 
work sales apparatus (col. 9, lines 50-53). 

Regarding claim 4, Berstis further teaches said apparatus wherein said sales 
information control unit reads out the sales status recorded in said sales information 
recording unit by reading out and executing a portion of a program corresponding to the 
identification information stored in said identification information storage unit and a 
remaining portion of said program recorded in said sales information readout card (col. 
9, lines 24-45). 

Regarding claim 6, all the limitations of claim 6 are covered and analyzed in 
claim 4 above. 

Regarding claim 8, 

Berstis teaches royalty collection system for use of copyrighted digital materials on the 
internet comprising: 

a communication unit receiving from an external source copyright royalty data of 
an electronic copyrighted work sold (col. 7, lines 3-12), 

a copyright information storage unit storing copyright information of an electronic 
copyrighted work to be sold (col. 6, lines 36-42), and 
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a copyright royalty data storage unit storing for each copyright holder copyright 
royalty data received by said communication unit according to the copyright information 
stored in said copyright information storage unit (col. 8, lines 8-10; lines 21-26). 

Regarding claim 9, said system further comprising a copyright royalty data 
approval processing unit causing said communication unit to transmit to an external 
source copyright royalty data recorded in said copyright royalty data recording unit when 
copyright royalty data stored in said copyright royalty data storage unit is approved 
("control routine remainder of the account is then distributed to the content provider"] 
col. 8, lines 21-28). 

Regarding claim 10, Berstis further teaches a system comprising: 

an electronic copyrighted work sales apparatus selling an electronic copyrighted 
work (col. 2, lines 37-46, lines 63-67), 

a copyright management apparatus (central authority) administering a copyright 
royalty of an electronic copyrighted work sold by said electronic copyrighted work sales 
apparatus (col. 10, lines 2-7), 

a seller terminal used by a seller (col. 7, line 1-3) and 

a copyright holder terminal used by a copyright holder (col. 8, lines 14-25; 
indicates a holder terminal for transmitting copyrighted files to the seller (source) 
terminal), wherein said electronic copyrighted work sales apparatus includes a 
manipulation unit for selection of a desired electronic copyrighted work (col. 1 1 , lines 
37-62), 

a copyright royalty information storage unit storing copyright royalty information 
of an electronic copyrighted work (col. 8, lines 15-28), 

a copyrighted work data storage unit storing electronic copyrighted work data 
(col. 7, line 3), 
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a copyright royalty calculation unit calculating a copyright royalty of an electronic 
copyrighted work selected through said manipulation unit according to the copyright 
royalty information stored in said copyright royalty information storage unit (col. 5, lines 
36-49, 51-63), 

a first communication unit transmitting to said copyright management apparatus 
(central authority) the copyright royalty calculated by said copyright royalty calculation 
unit (col. 10, lines 2-7; means for notifying the central authority), and 

a copyrighted work data write unit writing into a recording medium electronic 
copyrighted work data corresponding to the electronic copyrighted work selected 
through said manipulation unit out from electronic copyrighted work data stored in said 
copyrighted work data storage unit (col. 5, lines 19-21; lines 25-26), 

wherein said copyright management apparatus includes a second 
communication unit receiving from said copyrighted work sales apparatus copyright 
royalty data of an electronic copyrighted work sold (col. 10, lines 2-7; notifying the 
central authority indicates providing communication means for the central authority), 

a copyright information storage unit storing copyright information of an electronic 
copyrighted work to be sold (col. 6, lines 36-42), 

a copyright royalty data storage unit storing for each copyright holder copyright 
royalty data received by said second communication unit according to the copyright 
information stored in said copyright information storage unit (col. 8, lines 8-10, lines 21- 
26), and 

a copyright royalty data approval processing unit causing said second 
communication unit to transmit copyright royalty data recorded in said copyright royalty 
data storage unit to said seller terminal when the copyright royalty data stored in said 
copyright royalty data storage unit is approved from said copyright terminal (col. 9, lines 
21-26). 
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Regarding claim 11, Berstis further teaches a system comprising: 

a communication unit carrying out data communication with an external source 
(Fig. 4 (40)), 

a user interface for a user to select desired contents (col. 4, lines 53-55), 

a storage unit storing contents of an electronic book and a contents identifier in 
correspondence (Fig. 7 (206), col. 12, .lines 1), 

a communication port to which a user identifier is input, and a processing unit 
extracting from said storage unit a contents identifier corresponding to the contents 
selected by said user interface, causing said communication unit to transmit said 
contents identifier and the user identifier input through said communication port to said 
external source, and providing in a pair auxiliary information to display contents 
received by said communication unit and the contents of an electronic book selected by 
said user interface (Fig. 7 (102), col. 11, lines 64-65). 

Regarding claim 12, Berstis further teaches said apparatus further comprising a 
charge account processing unit carrying out charge accounting from a user, wherein 
said processing unit alters the contents identifier transmitted by said communication unit 
according to charge account status by said charge account processing unit (col. 9, lines 
24-27). 

Regarding claim 18, Berstis further teaches said apparatus further comprising a 
recording medium in which auxiliary information to display contents and encoded 
contents of an electronic book are recorded, wherein said input unit reads out the 
auxiliary information and the encoded contents of an electronic book recorded in said 
recording medium (col. 11, lines 64-65). 

Regarding claim 19, Berstis further teaches said apparatus wherein said 
recording medium has said auxiliary information recorded in a nonreadable region (col. 
11, lines 64-65). 
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Regarding claim 21, Berstis teaches a secure communications system that 
permits downloading of copyrighted materials comprising a processing unit generating 
and adding to electronic book data auxiliary information according to the electronic book 
data and an input user identifier (Fig. 3). 

Claims 13, 14, 15, 16, 17 and 20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sachs et al. (hereinafter Sachs) (US 5,956,034). 

Regarding claim 13, Sachs teaches a secure communications system that 
permits downloading of copyrighted materials comprising: 

a communication unit carrying out data communication with an external source 
(Fig. 1, col. 1, lines 42-44), 

a first table storing in correspondence a contents identifier corresponding to 
contents of an electronic book and a contents key (Fig. 1 (18), col. 3, line 4), 

a second table storing in correspondence a user identifier and a user key 
(Abstract), and 

a processing unit referring to said first table and said second table to extract a 
contents key and a user key according to the contents identifier and user identifier 
received by said communication unit, and generating and causing said communication 
unit to transmit auxiliary information to display contents from said extracted contents key 
and user key (col. 4, lines 29). 

Regarding claim 14, Sachs teaches a secure communications system that 
permits downloading of copyrighted materials comprising: 

an input unit to enter auxiliary information to display contents and encoded 
contents of an electronic book (Fig. 5 A (S 204), 



Application/Control Number: 10/688,928 



Page 8 



Art Unit: 3625 

a processing unit generating a contents key from the auxiliary information input 
by said input unit and a prestored user key, and reproducing encoded contents input by 
said input unit using said contents key (col. 3, lines 45-47), and 

a display unit displaying the contents reproduced by said processing unit (Fig. 
2A, col. 3, line 7). 

Regarding claim 15, said apparatus wherein said encoded contents include a 
plurality of modules including at least one of data and a processing program, wherein 
said processing unit sequentially executes said plurality of modules and reproduces 
said electronic book contents (col. 4, lines 28-29, 31-38). 

Regarding claim 16, said apparatus wherein said plurality of modules includes a 
module with a description of display attribute information, wherein said processing unit 
extracts a display attribute from said module with description of a display attribute, and 
selectively executes said plurality of modules according to said display attribute (col. 4, 
lines 36-38). 

Regarding claim 17, said apparatus wherein said plurality of modules include a 
module with a description of information indicating the type of contents key, wherein 
said processing unit extracts information indicating the type of contents key from said 
module with a description of information indicating the type of contents key, and 
determines whether to execute or not said module according to said information (col. 3, 
lines 45-47). 



Regarding claim 20, Sachs teaches a secure communications system that 
permits downloading of copyrighted materials comprising: 

an electronic copyrighted work sales apparatus selling an electronic book (Fig. 

4D), 
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a key information management apparatus administering key information of an 
electronic book that is to be sold by said electronic copyrighted work sales apparatus 
(Abstract, col. 3, lines 36-49), and 

an electronic book display apparatus reproducing and displaying an electronic 
book sold by said electronic copyrighted work sales apparatus (Fig 2A, col. 4, lines 3-4), 
wherein said electronic copyrighted work sales apparatus includes 

a first communication unit carrying out data communication with said key 
information management apparatus (col. 1 , lines 52-55); 

a user interface for a user to select desired contents (Fig. 4D, col. 5, lines 5-7), 

a storage unit storing in correspondence contents of an electronic book and a 
contents identifier (Fig. 1 (18), col. 3, line 4), 

a communication port to which a user identifier is input, and a first processing 
unit extracting from said storage unit a contents identifier corresponding to the contents 
selected by said user interface, transmitting by said first communication unit said 
contents identifier and the user identifier input by said communication port, and 
providing auxiliary information to display contents received by said first communication 
unit and contents of an electronic book selected by said user interface in a pair (col. 1 , 
lines 52-55), wherein said key information management apparatus includes 

a first table storing in correspondence a contents identifier and a contents key 
corresponding to contents of an electronic book (Fig. 1 (18), col. 3, lines 4), 

a second table storing in correspondence a user identifier and a user key 
(Abstract, col. 3, lines 36-49), and 

a second processing unit referring to said first table and said second table to 
extract a contents key and user key according to the contents identifier and user 
identifier received by said second communication unit, and generating auxiliary 
information to display contents from said extracted contents key and user key and 
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causing said second communication unit to transmit said auxiliary information (col. 4, 
lines 36-38) wherein said electronic book display apparatus includes 

an input unit to input auxiliary information to display said contents and encoded 
contents of an electronic book (Fig. 2A (63), col. 5, lines 18-20), 

a third processing unit generating a contents key from auxiliary information input 
by said input unit and a prestored user key, and reproducing encoded contents input 
through said input unit using said contents key (col. 4, lines 36-38), and 

a display unit (308) displaying contents reproduced by said third processing unit 
(Fig. 2A, col. 5, line 13). 



Claim 7 is rejected under 35 U.S.C. 103(e) as being unpatentable over 
Berstis in view of Official notice. 

Regarding claim 7, Berstis further teaches said system further comprising a 
recording media storage unit (col. 5, lines 19-21, lines 25-26). 

Berstis teaches that said digital files can be stored on a hard drive. Berstis does 
not specifically teach that said hard drive comprises a plurality of recording media. 
Official Notice is taken that it is old and well known that hard drives are partitioned into a 
plurality of independent segments for storing different files. Therefore, it would have 
been obvious to one having ordinary skills in the art at the time the invention was made 
to modify Berstis to include that hard drives comprises a plurality of segments because 
dividing the hard drive into multiple partitions would improve performance and simplify 
backups. 



Claim 22 is rejected under 35 U.S.C. 103(e) as being unpatentable over 
Sachs et al. (US 5,956,034) in view of Gilberston et al. (US 5,404,518) 
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Regarding claim 22, Sachs et al. teaches said system including processing unit 
configured for: 

carrying out a process according to information defined in a header of input 
electronic book data and applying the result to electronic book data to be output (Fig. 2B 
(80), col. 4, line 37), 

encrypting a portion of input electronic book data, and adding the encrypted data 
to electronic book data to be output (col. 5, lines 5-6), and 

receiving transaction specific information (col. 1 1 , lines 4-9). 

Sachs et al. does not specifically teach that said received transaction specific 
information includes receiving a user identifier. 

Gilberston et al. teach a system for remote retrieving of documents, including a 
processor configured for accessing a user identifier for receiving and storing identities 
of authorized users of the system and for identifying the identity of the user for whom 
the document is being retrieved from the database structure according to the search 
instructions (col. 7, lines 9-14). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Sachs et al. to include that said received transaction 
specific information includes receiving a user identifier, as disclosed in Gilberston, 
because it would advantageously allow to enhance the security of the system by 
preventing an access to said system by unauthorized users. 

Also, Sachs et al. in view of Gilberston do not specifically teach that said 
processor (unit) includes a first, a second and a third processing units for performing 
said functionalities. It would have been obvious to one having ordinary skills in the art 
at the time the invention was made to modify Sachs et al. in view of Gilberston to 
include that said processor (unit) includes a first, a second and a third processing units, 
since it has been held that mere duplication of the essential working parts of a device 
involves only routine skill in the art. St Regis Paper Co. v. Bemis Co., 193 USPQ 8. 
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Claim 23, 25 and 26 are rejected under 35 U.S.C. 103(e) as being 
unpatentable over Berstis in view of Sachs et al. (US 5,956,034). 

Regarding claim 23, Berstis teaches said system comprising 

a first processing unit generating auxiliary information according to electronic 
book data and a user identifier (account), and comparing said generated auxiliary 
information and auxiliary information added to said electronic book data (comparison of 
ten user's account balance and the royalty amount to be assessed (col. 9, lines 24-26), 

a reproduction processing unit determining a reproduction processing method of 
contents according to a comparison result by said first processing unit and reproducing 
the contents (col. 9, lines 25-43). 

Berstis does not specifically teach that said copyrighted digital materials include 
an electronic book. 

Sachs teaches a secure communications system that permits downloading of 
copyrighted materials, wherein said copyrighted materials includes an electronic book 
(Abstract). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Berstis to include that said copyrighted digital materials 
include an electronic book, as disclosed in Sachs, because it would advantageously 
increase the application field of the invention, thereby potentially increase revenue. 

Regarding claim 25, Berstis further teaches said system further comprising a 
third processing unit determining whether to decode or not an encrypted portion of said 
electronic book data according to a comparison result by said first processing unit and 
carrying out a process (col. 7, lines 46-52). 

Regarding claim 26, Berstis further teaches said apparatus comprising a user 
identifier registration unit registering a user identifier that is automatically generated or 
input by a user (col.8, lines 21-29). 



Application/Control Number: 10/688,928 
Art Unit: 3625 



Page 13 



Claim 24 is rejected under 35 U.S.C. 103(e) as being unpatentable over 
Berstis in view of Sachs et al. and further in view of Saito (US 2002/0021807). 

Regarding claim 24,The combination of Berstis and Sachs teaches all the 
limitations of claim 24 except that said apparatus further comprising a second 
processing unit comparing usage time limit information defined in a header of said 
electronic book data with the current time to determine whether to display contents or 
not and outputting a designation to said reproduction processing unit. 

Saito teaches a system for controlling database copyrights including limiting the 
number of usage times [0033]. 

It would have been obvious to one having ordinary skills in the art at the time the 
invention was made to modify the combination of Berstis and Sachs to include 
comparing usage time limit information defined in a header of said electronic book data 
with the current time to determine, as disclosed in Saito, because on the basis of this 
comparison, if the utilization time has expired downloading of the book would be 
prevented. 

Claims 3 and 5 are rejected under 35 U.S.C. 102(e) as being unpatentable 
over Berstis in view of Schelberg et al. (US 2004/0190694). 

Regarding claim 3, Berstis further teaches said apparatus further comprising an 
identification information storage unit storing identification information of an electronic 
copyrighted work sales apparatus (col. 3, lines 65-66). 

However Berstis does not teach a sales information control unit sensing 
attachment of a sales information readout card corresponding to the identification 
information stored in said identification information storage unit, and reading out sales 
status recorded in said sales information recording unit. 
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Schelberg teaches a vending machine for dispensing telecommunications access 
wherein the payment processing unit accept payment by smart card [0052]. 

Regarding claim 5, all limitations of claim 5 are covered and analyzed in claim 3 

above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mila Airapetian whose telephone number is (571) 272- 
3202. The examiner can normally be reached on Monday-Friday 9:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (571) 272-7159. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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